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DETAILED ACTION 

Status of Claims 

1 . Claims 1, 4, 8, 10 and 14-17 are pending in this application. Claims 2, 3, 5-7, 9, 
1 1-13 and 18 have been cancelled. This action is in response to the applicants' 
amendment after a non-final and reply filed on June 6, 2008. It is noted that a 
typographical error occurred in the prior action with regards to claim 5. In addition to 
being objected, claim 5 should have also been rejected under 103(a) for the same 
reasons as was stated in the prior action using the same Eicken '303 document. 
Examiner will apply the declaration and the arguments of the current response to claim 
5 as well as claims 1-4 and 8. 

Withdrawn Rejections/Objections 

2. Applicant is notified that any outstanding rejection/objection that is not expressly 
maintained in this office action has been withdrawn or rendered moot in view of 
applicant's amendments and/or remarks. 

Claim Rejections - 35 USC § 103 

3. Claims 1-5 and 8 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eicken, et. al. U.S. Patent No. 4,617,303, in view of In re Hass et al. (CCPA 1944) 
141 F2d 122 and 127, 60 USPQ 544 and 548; and In re Heme (CCPA 1950) 181 F2d 
198, 85 USPQ 261. 

Applicants argued that an affidavit provided, herein known as the "Haden 
declaration" compares the closest disclosed examples of the prior art cited, herein 
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known as Eicken '303, against compounds examples falling within the scope of the 
present claims. 

Applicants have chosen compounds from the Eicken '303 document which were 
previously cited as 103(a) compounds for being homologs of the present application's 
compounds. '303 does not contain just one, but six different compounds which would 
be considered 103(a) obvious type variations of the current application. Applicants 
presented a declaration stating that it would not have been obvious to attempt to make 
the homolog variants of these compounds and show evidence of stated unexpected 
results to support their position. In the declaration, applicants show six different 
compounds present in the prior art and test them side-by-side with six compounds of 
the present application which are homologs of the prior art compounds. The testing 
results are not found convincing for two reasons. 

First, not one of the compounds used in applicant's declaration correspond to the 
species compound, 6-octyl-5-propyl[1,2,4]triazole[1,5-a]pyrimidin-7-ylamine, which was 
elected under the species requirement in the action dated December 21 , 2007. 
Therefore these arguments and declaration do not overcome a rejection against the 
elected species. Claims 1-5 and 8 remain rejected as the genus claim of the prior art 
continues to read on them. 

Second, while it is true that for one specific test, against one specific compound, 
the current application homolog compound appears to have better results, one must 
look at the genus as a whole, not a specific single species. In column 1 2 of the '303 
patent, under Example 1 , which tests action on Plasmorpara viticola states, "The results 
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of the experiment show that for instance compounds nos.... 16,... 21 ,...25... had a better 
fungicidal action (ex. 97%)..." Again we see in column 12 and 13 of the '303 patent, 
under Example 2, which tests action on Phytophthora infestans states, "The results of 
the experiment show that for instance compounds nos. ...16,. ..21 ,...25, 48. ..had a 
better fungicidal action (ex. 90%)..." These results show that the compounds are potent 
antifungal agents. Applicants state that when tested on Phytophthora infestans 

While the applicants may find that one or two of the prior art species compounds 
are not as active as antifungal agents in comparison to the current applicant's 
compounds, this presumption cannot be spread across the entire genus. In particular 
when the prior art openly states that compounds #16, 21 and 25 are 97% effective when 
tested against Plasmorpara viticola and that compounds #16, 21 , 25 and 48 are 90% 
effective when tested against Phytophthora infestans. 

One having ordinary skill in the art would have been motivated to prepare the 
species compound as it falls under the genus of the prior art claims and is useful for the 
same purpose, that of a fungicidal agent. The results shown by the applicants do not 
show unexpectedness across the entire scope of the genus. It has been held that 
compounds that are structurally homologous to prior art compounds are prima facie 
obvious, absent a showing of unexpected results. In re Hass, 60 USPQ 544 (CCPA 
1944); In re Heme, 85 USPQ 261 (CCPA 1950). 

Conclusion 

4. Claims 1-5 and 8 are rejected. 
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey H. Murray whose telephone number is 571-272- 
9023. The examiner can normally be reached on Mon.-Thurs. 7:30-6pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James O. Wilson can be reached at 571-272-0661 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey H Murray/ /James O. Wilson/ 

Patent Examiner, Art Unit 1624 Supervisory Patent Examiner, Art Unit 1624 



